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DETAILED ACTION 
Response to Amendment 

The amendment filed 4/4/06 has been entered. 

Claim Status 

Claims 1-13, 15-18 are active and are rejected below. Claim 14 has been 
canceled. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 1 02 of this titie, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v, John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 10 (method^), 1-5, 16-18 (apparatus^) are rejected under 35 U.S.C. 



103(a) as being unpatentable over (1) TAMURA et al (US Patent 6,771,896). 
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As for Independent method ^ claim 10, which basically is a method for 
accepting an order for a service, printing images on the basis of digital image data, 
comprising of the steps: 

(a) transferring information, including ordered image data and order information, 
to a printer for printing the image; and 

(b) instructing another printer, a voucher printer, to print a voucher including 
thumbnail images prepared on the basis of high-precision image data and details of the 
order on the basis of the order information, wherein the thumbnail images 
corresponding to image data which have transferred to the image printer. 

Similariv . TAMURA et al discloses a print order acceptance method for accepting 
an order for printing images on the basis of digital image data, comprising the steps of: 

(a ) transferring toa^^ printer ordered image data and order information ,(see Fig. 
3, 223 or Fig. 4, 220, col. 9, lines 18-32}; and 

(b) printing a voucher copy (or coupon or order evidence or receipt) to be given 
to the user when an order is received from the use {see Fig. 12, 212, or col. 9, lines 25- 
32}. As for the limitation of a voucher printer to print a voucher or receipt, this is 
inherently included in the system of TAMURA et al to produce a printed receipt copy. 
Note that on col. 20, lines 33-47, TAMURA et al also discloses the concept of 
confirming a content of the order by selecting a preview mode on the parent camera to 
show thumbnail images corresponding to images for which prints are desired as index 
image and print these (a) thumbnail images using printer (130) of Fig. 12 to inherently 
produce hard copies of the thumbnail images. Note that on col. 10, lines 45-50, 
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TAMURA et al also teaches that the print information include (b) designated images to 
be printed, print size information, number of prints, print finish information, etc. 
Therefore, it would have been obvious to modify the teachings of TAMURA et al by 
changing the printer of step (b) from order of evidence function to confirming the content 
of the order including (a) thumbnail images and (b) order information as taught in col. 
20, lines 33-47 and col. 10, lines 45-50 if confirming content of the order on a hard copy 
is desired. TAMURA et al fairly teaches the claimed invention except for a voucher 
printer which is separate from the image printer However, it's well known to a skilled 
artisan, that adding a 2"^ printer to perform a similar printing job of printer (130) would 
have been obvious to a skilled artisan if being efficient is more important than the cost 
of installing a 2"^ printer to perform a single job than the multiple printing jobs of a single 
printer. Note that the separation of the two printing jobs are also taught in Fig. 4 
wherein the printing jobs are printing image by printer 220 and coupon/receipt by item 
212. 

As for independent apparatus '* claim 1, which is the apparatus to carry out the 
method of claim 10, it's rejected over system of TAMURA et al in claim 10. Moreover, it 
would have been obvious to a skilled artisan, to select the appropriate system to carry 
out the steps of claim 1 0 as rejected over TAMURA et al. 

As for dep. claim 2 (part of 1), which deals with the intended use of the 
voucher, i.e. ascertaining printouts of images, this carries no patentable weight in an 
apparatus claim which only gives patentable weight to system structural elements or 
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staictures. Moreover, this is also taught in TAMURA et al as indicated in claim 10 
above. 

As for dep. claim 3 (part of 1), which deals with other elements of the print 
order acceptance system, i.e. means for displaying images, this is shown in Fig. 13 (a), 
13(b), and/or Fig. 4 (224). 

As for dep. claims 4, 5 (part of 1), which deals with the type of images received 
and/or produced, i.e. thumbnail images, these are fairly taught in Figs. 13(a), 13(b) or 
Fig. 12 or 9. Note also that the type of images received is non-essential to the scope of 
the claimed invention since it appears that it can receive any type of images. 

As for dep. claim 16 (part of 1), which further limits the deals with the feature of 
the thumbnail images, this has no structural elements and does not further limit the 
printer or acceptance machine of claim 1 , resulting in on patentable weight. Moreover, 
this is taught in TAMURA et al col. 20, lines 40-49. 

As for dep. claims 17-18 (part of 1), which deal with how the voucher printer 
operates, these have no structural elements and does not further limit the printer or 
acceptance machine of claim 1, resulting in on patentable weight. While features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function. Apparatus claims cover what a device is, not what a device does. Manner of 
operating the device does not differentiate apparatus claim from the prior art. In re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Circuit 1997). Ex 
Parte Masham, 2 USPQ2d 1647. 
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4. Claims 10 (method^), 1-5, 16-18 (apparatus^), 11-13 (method^), 6-9, 12 and 15 
(apparatus^), are rejected under 35 U.S.C. 103(a) as being unpatentable over (1) 
TAMURA et al (US Patent 6,771,896), (2) DAWE (Article 9/29/98). and (3) CHUI et a! 
(US Patent 6,657,702). 

As for Independent method ^ claim 10, the teachings of TAMURA et al is cited 
above. DAWE is cited to teach well known benefits of confirming an order for ordering 
an item (or service) on a hard copy (written confirmation or paper) sent to the customer 
(person who has placed the order) by confirming the details of the order requested, 
providing price quotation and notifying customers of any upgrades that have been take 
place for the benefits of (1 ) minimizing errors and (2) reassure customers and/or (3) 
ironing out any errors prior to delivery of the ordered item/service {see page 2, 
paragraphs 2-5}. 

In a similar facility for ordering photographic print, CHUI et al discloses the 
concept of viewing the ordered digital images by (1) viewing the digital images on a 
computer display (Fig. 1 , (107)), or printed hard copies (physical prints) made of digital 
images by output devices such as inkjet printer {see col. 1 , lines 57-65}. It would have 
been obvious to modify the teachings of TAMURA et al by confirming an order by 
printed hard copies of the details of the orders as taught by DAWE and CHUI et al in 
order to obtain at least one of the well known benefits for confirming an order as cited 
by DAWE above. 

As for the limitation of a voucher printer which is separate from the image printer, 
it's well known to a skilled artisan, that adding a 2"^ printer to perform a similar printing 
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job of printer (130) of TAMURA et al would have been obvious to a skilled artisan if 
being efficient is more important than the cost of installing a 2"^ printer to perform a 
single job than the multiple printing jobs of a single printer. Note that the separation of 
the two printing jobs are also taught in TAMURA et al, Fig. 4 wherein the printing jobs 
are printing image by printer 220 and coupon/receipt by item 212. 

As for independent apparatus ^ claim 1, which is the apparatus to carry out the 
method of claim 10, it's rejected over system of TAMURA et al/DAWE /CHUI et al in 
claim 10. Moreover, it would have been obvious to a skilled artisan, to select the 
appropriate system to carry out the steps of claim 1 0 as rejected over TAMURA et al 
/DAWE /CHUI et al. 

As for dep. claim 2 (part of 1), which deals with the intended use of the 
voucher, i.e. ascertaining printouts of images, this carries 02 patentable weight in an 
apparatus claim which only gives patentable weight to system structural elements or 
structures. Moreover, this is also taught in TAMURA et al as indicated in claim 10 
above. 

As for dep. claim 3 (part of 1), which deals with other elements of the print 
order acceptance system, i.e. means for displaying images, this is shown in Fig. 13 (a), 
13(b), and/or Fig. 4(224). 

As for dep. claims 4, 5 (part of 1), which deals with the type of images received 
and/or produced, i.e. thumbnail images, these are fairiy taught in Figs. 13(a), 13(b) or 
Fig. 12 or 9. Note also that the type of images received is non-essential to the scope of 
the claimed invention since it appears that it can receive any type of images. 
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As for dep. claim 16 (part of 1), which further limits the deals with the feature of 
the thumbnail images, this has no structural elements and does not further limit the 
printer or acceptance machine of claim 1 , resulting in on patentable weight. Moreover, 
this is taught in TAMURA et al col. 20, lines 40-49. 

As for dep. claims 17-18 (part of 1), which deal with how the voucher printer 
operates, these have.no structural elements and does not further limit the printer..or 
acceptance machine of claim 1 , resulting in on patentable weight. While features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function. Apparatus claims cover what a device is, not what a device does. Manner of 
operating the device does not differentiate apparatus claim from the prior art. In re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Circuit 1997). Ex 
Parte Masham, 2 USPQ2d 1647. 

As for Independent method^ claim 11 , which basically is a method for 
accepting an order for a service, printing images on the basis of digital image data, 
comprising of the steps: 

(a) transferring ordered image data and order information to a printer for printing 
the image; 

after the order has been placed, 

(b) transmitting information in the form of electronic mail containing thumbnail 
(tiny) images to a person who has placed the order, wherein the thumbnail images are 
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prepared on the basis of high-precision image data corresponding to image data and 
order information which has been transferred to the image printer. 

Similarly , TAMURA et a! discloses a print order acceptance method for accepting 
an order for printing images on the basis of digital image data, comprising the steps of: 

(a ) transferring to a 1®* printer (Fig. 3, 223 or Fig. Fig. 12, 130) ordered image 
data and order information ,(see Fig. 3, 21 1 , col. 9, lines 1 8-32}; 

after the order has been placed {see col. 1 1 , line 45}; 

(b) transmit information in the form of e-mail to the user telling completion of 
prints {see col. 13, lines 10-12}. 

TAMURA et al fairly teaches the claimed invention except for step (b) wherein 
the information including ordered items, i.e. thumbnail images prepared on the basis of 
high-precision image data and the order information. 

The teachings of DAWE is cited above. CHUI et al is cited to teach the viewing 
of digital images by (1) viewing the ordered digital images on a computer display (Fig. 1, 
(107)), or printed hard copies (physical prints) made of digital images by output devices 
such as inkjet printer {see col. 1 , lines 57-65} or by sending them to the user in the form 
of an electronic mail or e-mail on the Internet {see col. 1 , lines 45-67, col. 17, lines 25- 
40, col. 21 , lines 40-50, or Fig. 9. It would have been obvious to modify the teachings of 
TAMURA et al by confirming the details of the orders as taught by DAWE and through 
e-mail as taught CHUI et al in order to obtain at least one of the well known benefits for 
confirming an order as cited by DAWE above and well known benefits of the e-mail 
through the Internet such as convenience, fast or low cost. 



Application/Control Number: 09/863,476 Page 10 

Art Unit: 3629 

As for dep. claim 13 (part of H above), this is taught in CHUI et al Fig. 9 or col. 
17, lines 25-40 orTAMURAet al col. 13, lines 10-11. 

As for independent apparatus^ claim 6, which is the apparatus to carry out the 
independent method^ of claim IJ. above, the order acceptance machine is shown in Fig. 
4 (or Fig. 12) wherein (a) the image printer is element (220 or 130), and (b) the 
electronic mail transmission means which communicates with the person who has 
placed an order and in the fomn of an electronic mail is shown described on col. 13, 
lines 10-13 or CHUI et al Fig. 9, col. 1, lines 45-67, col. 17, lines 25-40, col. 21, lines 40- 
50. 

As for dep. claims 7, 8, 9 (part of 6 above), these are fairly taught in CHUI et al 
Figs. 9 or 5. 

As for dep. 12 (part of 6), which has similar limitations as in dep. 13 above, it's 
rejected for the same reasons set forth in dep. claim 1 3 above. 

As for dep. 15 (part of 6), TAMURA et al discloses the communication with the 
user/client using portable cellular phone {see c9:47-50}. The use of other 
similar/equivalent portable phone for displaying images if desired would have been 
obvious as merely using other similar/equivalent device to achieve similar/equivalent 
results, absent evidence of unexpected results. Surely, an image display is normally 
better than a text/data display or would have been obvious if an image display is 
desired. 
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5. Dep. claim 15 is rejected (2"'') under 35 U.S.C. 103(a) as being unpatentable 
over TAMURA et al /DAWE /CHUI et al as applied to claims 6-9, 12 above, and 
further in view of CONE et al or NARAYANASWAMY et al. 

The teachings of TAIVIURA et al/DAWE /CHUI et al is cited above. TAMURA et 
al teaches the communication with the user/client using portable cellular phone {see 
c9:47-50}. CONE et al or NARAYANASWAMY et al is cited to teach the use of portable 
cellular phone with screen for viewing of virtual image of video information received via 
a wireless communication network {see CONE et al Fig. 1 , or 2 or [0004, 0021], or 
NARAYANASWAMY et al Fig. 1A, IB or Fig. 4, col. 2. lines 20-30}. It would have been 
obvious to modify the portable cordless phone of TAMURA et al / DAWE / CHUI et al by 
using portable cellular phone with screen for viewing of virtual image of video 
information received via a wireless communication network as taught by CONE et al or 
NARAYANASWAMY et al to allow viewing of virtual image of video information if 
desired. 

Response to Arguments 

6. Applicant's arguments, see response, filed 4/4/06, with respect to claims 1-1 3, 
15-18 have been fully considered and are persuasive. The 103 rejections of claims 1- 
13, 15-18 over TAMURA et al /FUJI et al/DAWE have been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of CHUI et al. 
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7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1) US 6,167,382 discloses a design and production of print materials over the 
Internet. 

2) US 6,583,799 discloses an image uploading with thumbnail images online. 

3) US 6,812,961 discloses a system and camera for automatically forwarding 
digital images to a service provider. 

4) US 6,324,521 discloses a network for photograph service on the Internet. 

5) US 2001/0016824 discloses system and method for management of small size 
information devices such as digital camera. 

No claims are allowed. 



Application/Control Number: 09/863,476 



Art Unit: 3629 



Page 13 



8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through private PAIR only. 
For more information about the PAIR system, see htto://pair-direct(a>uspto.aov . Should 
you have any questions on access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll free). 

In receiving an Office Action, it becomes apparent that certain documents are 
missing, e. g. copies of references. Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (571 ) 272-3600, or 
e-mail CustomerService3600@uspto.aov . 

Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nouven at telephone number (571 ) 272-6806 . My work schedule 
is normally Monday through Friday from 6:30 am - 4:00 pm. I am scheduled to be off 
every other Friday. 

Should I be unavailable during my normal working hours, my supervisor John 
Weiss may be reached at (571 ) 272-6812. The FAX phone numbers for formal 
communications concerning this application are (703) 872-9306 . My personal Fax is 
(571 ) 273-6806 . Informal communications may be made, following a telephone call to 
the examiner, by an informal FAX number to be given. 




